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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Roche Theraputics Inc.

Granted to Date
of previous
extension

06/30/2010

Address 340 Kingsland Street
Nutley, NJ 07110
UNITED STATES

Attorney
information

Elizabeth Atkins
Lathrop & Gage LLP
230 Park AvenueSuite 1847
New York, NY 10169
UNITED STATES
eatkins@lathropgage.com, tfitzgerald@lathropgage.com

Applicant Information

Application No 77744250 Publication date 03/02/2010

Opposition Filing
Date

06/28/2010 Opposition
Period Ends

06/30/2010

Applicant DAIICHI SANKYO COMPANY, LIMITED
3-5-1, Nihonbashi Honcho, Chuo-ku
Tokyo, 103-8426
JAPAN

Goods/Services Affected by Opposition

Class 005.
All goods and services in the class are opposed, namely: Pharmaceutical preparations for the
treatment and prevention of cardiovascular disease, atherosclerosis, diabetic nephropathy, stroke,
heart attack, hypercholesterolemia, dyslipidemia, anemia, blood disorders, diabetes, thyroid function
disease, metabolic disorders, cancer, oncological disease, metastasis, autoimmune disease, allergy,
bacterial infection, viral infection, fungal infection, inflammation and inflammatory disease,
musculoskeletal disorders, pain, osteoporosis, Alzheimer's disease, obesity, anorexia, urinary and
kidney disease, respiratory disease; Diagnostic reagents and contrast media for medical use

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

2931724 Application Date 01/31/2003

http://estta.uspto.gov


Registration Date 03/08/2005 Foreign Priority
Date

NONE

Word Mark BONIVA

Design Mark

Description of
Mark

NONE

Goods/Services Class 005. First use: First Use: 2004/08/24 First Use In Commerce: 2004/08/24
pharmaceutical preparation for the prevention and treatment of bone diseases

U.S. Registration
No.

3165165 Application Date 12/01/2005

Registration Date 10/31/2006 Foreign Priority
Date

NONE

Word Mark BONIVA IBANDRONATE SODIUM TABLETS ONCE-MONTHLY

Design Mark

Description of
Mark

NONE

Goods/Services Class 044. First use: First Use: 2005/07/26 First Use In Commerce: 2005/07/26
providing health information via an internet web site, namely providing
educational information directed to patients and physicians regarding
osteoporosis and treatment options

U.S. Registration
No.

3213515 Application Date 06/08/2006

Registration Date 02/27/2007 Foreign Priority
Date

NONE

Word Mark ONCE-MONTHLY BONIVA IBANDRONATE SODIUM TABLETS

Design Mark

Description of
Mark

The mark consists of stylized figure of a woman.

Goods/Services Class 016. First use: First Use: 2005/10/12 First Use In Commerce: 2005/10/12



printed brochures in the field of the prevention and treatment of bone diseases

U.S. Registration
No.

3234766 Application Date 04/13/2005

Registration Date 04/24/2007 Foreign Priority
Date

NONE

Word Mark MYBONIVA

Design Mark

Description of
Mark

NONE

Goods/Services Class 044. First use: First Use: 2005/05/09 First Use In Commerce: 2005/05/09
Patient support services, namely, providing educational information regarding a
pharmaceutical preparation for the prevention and treatment of bone diseases;
patient support services via the Internet, namely, providing educational
information regarding a pharmaceutical preparation for the prevention and
treatment of bone diseases

Attachments 78764188#TMSN.jpeg ( 1 page )( bytes )
78903989#TMSN.jpeg ( 1 page )( bytes )
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /thomas j. fitzgerald/

Name Thomas J. FitzGerald

Date 06/28/2010

















 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

EXHIBIT A 



Thank you for your request. Here are the latest results from the TARR web server. 

This page was generated by the TARR system on 2010-06-28 12:15:15 ET 
 
Serial Number: 78209524 Assignment Information           Trademark Document Retrieval  
 
Registration Number: 2931724  
 
Mark  (words only): BONIVA 
 
Standard Character claim: No 
 
Current Status: Registered. 
 
Date of Status: 2005-03-08 
 
Filing Date: 2003-01-31 
 
Transformed into a National Application:  No 
 
Registration Date: 2005-03-08 
 
Register: Principal 
 
Law Office Assigned: LAW OFFICE 102 
 
If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark 
Assistance Center at TrademarkAssistanceCenter@uspto.gov 
 
Current Location:  650 -Publication And Issue Section 
 
Date In Location: 2005-01-27 
 

LAST APPLICANT(S)/OWNER(S) OF RECORD  

1. Roche Therapeutics Inc. 
 
Address:  
Roche Therapeutics Inc. 
340 Kingsland Street 
Nutley, NJ 07110 
United States 
Legal Entity Type: Corporation 
State or Country of Incorporation:  Delaware 
Phone Number: 973-235-2122 
Fax Number: 973-235-5450 
 

GOODS AND/OR SERVICES  

International Class: 005 
Class Status: Active 
pharmaceutical preparation for the prevention and treatment of bone diseases 
Basis: 1(a) 
First Use Date: 2004-08-24 
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First Use in Commerce Date: 2004-08-24 
 

ADDITIONAL INFORMATION  

Prior Registration Number(s): 
2106772 
 

MADRID PROTOCOL INFORMATION  

(NOT AVAILABLE) 
 

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document Retrieval" shown 
near the top of this page.  

 
2009-11-23 - Attorney Revoked And/Or Appointed 
 
2009-11-23 - TEAS Revoke/Appoint Attorney Received 
 
2005-03-08 - Registered - Principal Register 
 
2004-11-13 - Law Office Registration Review Completed 
 
2004-11-10 - Assigned To LIE 
 
2004-11-08 - Assigned To LIE 
 
2004-10-04 - Assigned To LIE 
 
2004-09-27 - Allowed for Registration - Principal Register (SOU accepted) 
 
2004-09-27 - Assigned To Examiner 
 
2004-09-23 - Statement Of Use Processing Complete 
 
2004-09-23 - Extension 2 granted 
 
2004-09-09 - Use Amendment Filed 
 
2004-09-09 - Extension 2 filed 
 
2004-09-09 - TEAS Statement of Use Received 
 
2004-09-09 - TEAS Extension Received 
 
2004-04-29 - Extension 1 granted 
 
2004-04-22 - Extension 1 filed 
 
2004-04-22 - TEAS Extension Received 
 
2003-12-16 - Noa Mailed - SOU Required From Applicant 
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2003-09-23 - Published for opposition 
 
2003-09-03 - Notice of publication 
 
2003-07-21 - Approved For Pub - Principal Register 
 
2003-07-21 - Assigned To Examiner 
 

ATTORNEY/CORRESPONDENT INFORMATION  

Attorney of Record  
Timothy R. Schwartz 
 
Correspondent  
Timothy R. Schwartz  
Genentech, Inc.  
1 DNA Way  
South San Francisco CA 94080-4990  
Phone Number: 650-225-7467  
Fax Number: 650-952-9881  
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Thank you for your request. Here are the latest results from the TARR web server. 

This page was generated by the TARR system on 2010-06-28 12:16:50 ET 
 
Serial Number: 78764188 Assignment Information           Trademark Document Retrieval  
 
Registration Number: 3165165  
 
Mark   

 
 
(words only): BONIVA IBANDRONATE SODIUM TABLETS ONCE-MONTHLY 
 
Standard Character claim: No 
 
Current Status: Registered. 
 
Date of Status: 2006-10-31 
 
Filing Date: 2005-12-01 
 
Transformed into a National Application:  No 
 
Registration Date: 2006-10-31 
 
Register: Principal 
 
Law Office Assigned: LAW OFFICE 101 
 
If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark 
Assistance Center at TrademarkAssistanceCenter@uspto.gov 
 
Current Location:  650 -Publication And Issue Section 
 
Date In Location: 2006-10-31 
 

LAST APPLICANT(S)/OWNER(S) OF RECORD  

1. Roche Therapeutics Inc. 
 
Address:  
Roche Therapeutics Inc. 
340 Kingsland Street 
Nutley, NJ 07110 
United States 
Legal Entity Type: Corporation 
State or Country of Incorporation:  Delaware 
Phone Number: 973-235-2122 
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Fax Number: 973-235-5450 
 

GOODS AND/OR SERVICES  

International Class: 044 
Class Status: Active 
providing health information via an internet web site, namely providing educational information directed to patients and 
physicians regarding osteoporosis and treatment options 
Basis: 1(a) 
First Use Date: 2005-07-26 
First Use in Commerce Date: 2005-07-26 
 

ADDITIONAL INFORMATION  

Disclaimer: "ONCE-MONTHLY", "IBAND RONATE SODIUM TABLETS" 
 
Design Search Code(s): 
02.03.02 - Silhouettes of women; Women depicted as shadows or silhouettes of women 
02.09.12 - Flying, humans (self-propelled); Humans, including men, women and children, depicted flying (self-
propelled)  
 
Prior Registration Number(s): 
2931724 
 

MADRID PROTOCOL INFORMATION  

(NOT AVAILABLE) 
 

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document Retrieval" shown 
near the top of this page.  

 
2009-11-23 - Attorney Revoked And/Or Appointed 
 
2009-11-23 - TEAS Revoke/Appoint Attorney Received 
 
2006-10-31 - Registered - Principal Register 
 
2006-08-15 - Published for opposition 
 
2006-07-26 - Notice of publication 
 
2006-06-26 - Law Office Publication Review Completed 
 
2006-06-23 - Assigned To LIE 
 
2006-06-12 - Approved for Pub - Principal Register (Initial exam) 
 
2006-06-07 - Examiner's Amendment Entered 
 
2006-06-07 - Examiners amendment e-mailed 
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2006-06-07 - Examiners Amendment -Written 
 
2006-06-03 - Assigned To Examiner 
 
2005-12-08 - Notice Of Design Search Code Mailed 
 
2005-12-07 - New Application Entered In Tram 
 

ATTORNEY/CORRESPONDENT INFORMATION  

Attorney of Record  
Timothy R. Schwartz 
 
Correspondent  
Timothy R. Schwartz  
Genentech, Inc.  
1 DNA Way  
South San Francisco CA 94080-4990  
Phone Number: 650-225-7467  
Fax Number: 650-952-9881  
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Thank you for your request. Here are the latest results from the TARR web server. 

This page was generated by the TARR system on 2010-06-28 12:17:39 ET 
 
Serial Number: 78903989 Assignment Information           Trademark Document Retrieval  
 
Registration Number: 3213515  
 
Mark   

 
 
(words only): ONCE-MONTHLY BONIVA IBANDRONATE SODIUM TABLETS 
 
Standard Character claim: No 
 
Current Status: Registered. 
 
Date of Status: 2007-02-27 
 
Filing Date: 2006-06-08 
 
Transformed into a National Application:  No 
 
Registration Date: 2007-02-27 
 
Register: Principal 
 
Law Office Assigned: LAW OFFICE 117 
 
If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark 
Assistance Center at TrademarkAssistanceCenter@uspto.gov 
 
Current Location:  650 -Publication And Issue Section 
 
Date In Location: 2007-02-27 
 

LAST APPLICANT(S)/OWNER(S) OF RECORD  

1. Roche Therapeutics Inc. 
 
Address:  
Roche Therapeutics Inc. 
340 Kingsland Street 
Nutley, NJ 07110 
United States 
Legal Entity Type: Corporation 
State or Country of Incorporation:  Delaware 
Phone Number: 973-235-2122 
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Fax Number: 973-235-5450 
 

GOODS AND/OR SERVICES  

International Class: 016 
Class Status: Active 
printed brochures in the field of the prevention and treatment of bone diseases 
Basis: 1(a) 
First Use Date: 2005-10-12 
First Use in Commerce Date: 2005-10-12 
 

ADDITIONAL INFORMATION  

Disclaimer: "ONCE-MONTHLY" and "IBANDRONATE SODIUM TABLETS" 
 
Description of Mark: The mark consists of stylized figure of a woman. 
 
Design Search Code(s): 
02.01.33 - Grotesque men formed by letters, numbers, punctuation or geometric shapes; Stick figures  
 
Prior Registration Number(s): 
2931724 
 

MADRID PROTOCOL INFORMATION  

(NOT AVAILABLE) 
 

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document Retrieval" shown 
near the top of this page.  

 
2009-11-23 - Attorney Revoked And/Or Appointed 
 
2009-11-23 - TEAS Revoke/Appoint Attorney Received 
 
2007-02-27 - Registered - Principal Register 
 
2006-12-12 - Published for opposition 
 
2006-11-22 - Notice of publication 
 
2006-10-19 - Law Office Publication Review Completed 
 
2006-10-19 - Assigned To LIE 
 
2006-10-03 - Approved for Pub - Principal Register (Initial exam) 
 
2006-09-28 - Examiner's Amendment Entered 
 
2006-09-28 - Examiners amendment e-mailed 
 
2006-09-28 - Examiners Amendment -Written 
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2006-09-28 - Assigned To Examiner 
 
2006-06-15 - Notice Of Design Search Code Mailed 
 
2006-06-14 - New Application Entered In Tram 
 

ATTORNEY/CORRESPONDENT INFORMATION  

Attorney of Record  
Timothy R. Schwartz 
 
Correspondent  
Timothy R. Schwartz  
Genentech, Inc.  
1 DNA Way  
South San Francisco CA 94080-4990  
Phone Number: 650-225-7467  
Fax Number: 650-952-9881  
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Thank you for your request. Here are the latest results from the TARR web server. 

This page was generated by the TARR system on 2010-06-28 12:18:09 ET 
 
Serial Number: 78607956 Assignment Information           Trademark Document Retrieval  
 
Registration Number: 3234766  
 
Mark   

 
 
(words only): MYBONIVA  
 
Standard Character claim: Yes 
 
Current Status: Registered. 
 
Date of Status: 2007-04-24 
 
Filing Date: 2005-04-13 
 
Transformed into a National Application:  No 
 
Registration Date: 2007-04-24 
 
Register: Principal 
 
Law Office Assigned: LAW OFFICE 113 
 
If you are the applicant or applicant's attorney and have questions about this file, please contact the Trademark 
Assistance Center at TrademarkAssistanceCenter@uspto.gov 
 
Current Location:  650 -Publication And Issue Section 
 
Date In Location: 2007-03-19 
 

LAST APPLICANT(S)/OWNER(S) OF RECORD  

1. Roche Therapeutics Inc. 
 
Address:  
Roche Therapeutics Inc. 
340 Kingsland Street 
Nutley, NJ 07110 
United States 
Legal Entity Type: Corporation 
State or Country of Incorporation:  Delaware 
Phone Number: 973-235-2122 
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Fax Number: 973-235-5450 
 

GOODS AND/OR SERVICES  

International Class: 044 
Class Status: Active 
Patient support services, namely, providing educational information regarding a pharmaceutical preparation for the 
prevention and treatment of bone diseases; patient support services via the Internet, namely, providing educational 
information regarding a pharmaceutical preparation for the prevention and treatment of bone diseases 
Basis: 1(a) 
First Use Date: 2005-05-09 
First Use in Commerce Date: 2005-05-09 
 

ADDITIONAL INFORMATION  

Prior Registration Number(s): 
2931724 
 

MADRID PROTOCOL INFORMATION  

(NOT AVAILABLE) 
 

PROSECUTION HISTORY

NOTE: To view any document referenced below, click on the link to "Trademark Document Retrieval" shown 
near the top of this page.  

 
2009-11-23 - Attorney Revoked And/Or Appointed 
 
2009-11-23 - TEAS Revoke/Appoint Attorney Received 
 
2007-04-24 - Registered - Principal Register 
 
2007-03-08 - Law Office Registration Review Completed 
 
2007-03-07 - Assigned To LIE 
 
2007-02-06 - Allowed for Registration - Principal Register (SOU accepted) 
 
2007-01-25 - Statement Of Use Processing Complete 
 
2007-01-25 - Extension 2 granted 
 
2006-11-16 - Use Amendment Filed 
 
2006-11-16 - Extension 2 filed 
 
2006-11-16 - TEAS Extension Received 
 
2006-11-16 - TEAS Statement of Use Received 
 
2006-10-31 - Extension 1 granted 
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2006-09-27 - Extension 1 filed 
 
2006-09-27 - TEAS Extension Received 
 
2006-04-04 - Noa Mailed - SOU Required From Applicant 
 
2006-01-10 - Published for opposition 
 
2005-12-21 - Notice of publication 
 
2005-11-21 - Law Office Publication Review Completed 
 
2005-11-18 - Assigned To LIE 
 
2005-11-14 - Approved For Pub - Principal Register 
 
2005-11-10 - Examiners amendment e-mailed 
 
2005-11-10 - Examiners Amendment -Written 
 
2005-11-10 - Assigned To Examiner 
 
2005-04-20 - New Application Entered In Tram 
 

ATTORNEY/CORRESPONDENT INFORMATION  

Attorney of Record  
Timothy R. Schwartz 
 
Correspondent  
Timothy R. Schwartz  
Genentech, Inc.  
1 DNA Way  
South San Francisco CA 94080-4990  
Phone Number: 650-225-7467  
Fax Number: 650-952-9881  
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